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l. Introduction

The vaults of the United States Government
contain many patents, reflecting novel inventions
arrived at through research funded by U.S.
taxpayers. Government data shows that over the
last 30 years, the United States has secured 800-
1000 patents per year, yielded from innovations
across numerous departments.! Many of these
patents literally sit undiscovered, neither being
enforced nor commercialized and are, instead,
simply the embodiment of taxpayer-funded
research and development. Some of them,
however, do make their way to the private sector
for enforcement and commercialization. This is
because of the Bayh-Dole Act,2 which is designed
to get federally owned inventions into the private
sphere of commercialization and enforcement.
But when the Government gets these patents into
the hands of licensees, unigue issues arise
regarding patent standing, issues that are distinct
from the typical standing inquiry in patent cases.
This article looks at the standing issues that arise
in the govemment-licensee context as well as
some other unique issues that arise in patent
infringement actions in light of the Bayh-Dole Act.

Il. The Bayh-Dole Act

Passed in 1980, the Bayh-Dole Act's declared
purpose is “to use the patent system to promote
the utilization of inventions arising from federally
supported research or development . . . to pro-
mote the commercialization and public availability
of inventions made in the United States by United

States industry and labor; to ensure that the
Government obtains sufficient rights in federally
supported inventions to meet the needs of the
Government and protect the public against
nonuse or unreasonable use of inventions; and to
minimize the costs of administering policies in
this area."”® As such, the Bayh-Dole Act autho-
rizes every federal agency to “grant nonexclusive,
exclusive, or partially exclusive licenses under
federally owned inventions, royalty-free or for
royalties or other consideration, and on such
terms and conditions, including the grant to the
licensee of the right of enforcement pursuant to
the provisions of chapter 29 of this title as deter-
mined appropriate in the public interest." More-
over, the Act specifically authorized the Secretary
of the Department of Commerce to “promulgate
regulations specifying the terms and conditions
upon which any federally owned invention . . .
may be licensed. . . "™

The Secretary of Commerce did so promul-
gate regulations regarding the licensing of feder-
ally owned inventions, and those regulations
further provide that the license “may grant the
licensee the right of enforcement of the licensed
patent without joining the United States as a
party."® This is important, because under Section
207(a)(2), the Government may grant licenses
that are either exclusive or non-exclusive. Indeed,
the regulations specifically further codify that a
license may be exclusive, partially exclusive or
non-exclusive, but that an assignment in contrast
is not an option.”

lll. Standing in the Non-Government

Licenses Situation

The general rule, which traces itself to Inde-
pendent Wireless, is that an exclusive licensee
has standing to bring an action for patent infringe-
ment, provided the underlying license agreement
conveys all substantial rights in the patent.® The
Federal Circuit has found that the transfer of the
exclusive right to sue for infringement is “particu-
larly dispositive” of the conveyance of all substan-
tial rights in a patent because the ultimate ques-
tion is whether an exclusive licensee can bring






